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REMARKS/ARGUMENT 

Description of Amendments 

Claims 23, 24, 27, 34, and 41 are currently amended 
Claims 51-53 are new. 

Claims 1-22, 25, 26, 40, 46, 47, and 49 are canceled, so claims 23, 24, 27-39, 41-45, 
48, and 50-53 are pending after entry of this Amendment. 

No new matter is introduced by this Amendment. The currently amended and new 
claims are supported throughout the originally filed specification (see, for example, 
paragraphs 34 and 50 of Pub. No. 2004/0073298 Al with respect to claims 23, 34, 41, and 
53; FIG. 3F with respect to claim 51; and FIG. 3E with respect to claim 52). 

Reconsideration is respectfully requested. 

Rejection under 35 U.S.C. § 1 12 

Claims 23, 24, 27-39, and 41-50 were rejected under 35 U.S.C. §112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which Applicant regards as the invention. With respect to the language "the 
first and second layers do not overlap radially," the Office asserts that the word "layer" can 
only be used for elements that form separate layers located at different radial distances from a 
stent surface, not for elements that do not overlap radially. 

Claims 23. 24. 27-39. and 46-49 

The rejection of 23, 24, 27-39, and 48 under §112, second paragraph is moot since 
base claims 23 and 34 as amended no longer include the language "the first and second layers 
do not overlap radially." The rejection of claims 46, 47, and 49 is moot as these claims are 
now canceled. 

Claims 41-45 

Applicant traverses the rejection of claims 41-45 under §112, second paragraph. The 
language "the first and second layers do not overlap radially" in claim 41 is not indefinite. 
The content of the particular application disclosure must be considered for an analysis under 
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§112, second paragraph (MPEP 2173.02). According to the originally-filed specification, the 
word "layer" encompasses elements that are at different or the same radial distances. For 
example, embodiments having layers at the same radial distance from the stent are shown in 
FIGS. 3F and 5G and described using the word "layer" in the originally-filed specification 
(see paragraphs 41 and 51 of Pub. No. 2004/0073298). As a further example, embodiments 
having layers at different radial distances are shown in FIGS. 5B-5F and are also described 
using the word "layer" (see paragraphs 47-50 of Pub. No. 2004/0073298). Accordingly, the 
scope of the claimed subject matter can be determined by one having ordinary skill in the 
pertinent art. 

Rejection under 35 U.S.C. §103 

Claims 23, 24, 27-39, and 41-50 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Fearnot et al. (U.S. Patent 5,609,629) in view of Ding (U.S. Patent 
5,837,313), Alt (U.S. Patent 5,788,979) and Georger, Jr. et al. (U.S. Patent 5,510,628). 

Claims 23. 34. and 41 

Of the rejected claims, only claims 23, 34, and 41 are independent. Claim 23 has 
been amended to recite that the second layer includes "a solvent incapable of removing the 
first layer from the substrate." Claim 34 has been amended to recite that "one of the first 
layer and the second layer includes a solvent incapable of removing the other one of the first 
layer and the second layer from the substrate." Claim 41 has been amended to recite that "the 
second layer includes a solvent incapable of removing one or more sections of the first 
polymer from the substrate." The cited references fail to teach, suggest, or otherwise render 
obvious these features of claims 23, 34, and 41. Accordingly , Applicant respectfully submits 
that claims 23, 34, and 41 are patentably allowable. 

The Office stated that "patentability is determined by the final product only," that the 
solvent "is not claimed as part of the final apparatus and is disclosed in the specification as 
evaporating off," and the "solvent is not considered part of the final product" (Office Action 
mailed January 8, 2008, page 5). Applicant points out that in currently amended claims 23, 
34, and 41, the solvent is, in fact, claimed as part of the coating or stent by virtue of the word 
"including" or "includes" in the claims. Also, no part of the specification indicates that the 
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product must contain absolutely no trace of solvent or that the absence of solvent is an 
essential feature of the product. Support for a product that includes a solvent can be found in 
paragraphs 34, 50, and 51 of Pub. 2004/0073298 Al. Notably, these paragraphs give no 
indication that a solvent of at last one layer is completely evaporated away. Therefore, the 
features associated with the claimed solvent must be given patentable weight. 

Claims 24. 27-33. 35-39. and 42-50 

Claims 46, 47, and 49 have been canceled, rendering their rejection moot. 

Claims 24, 27-33, 35-39, 42-45, 48, and 50 depend from base claim 23, 34, or 41 and, 
thereby, include every feature of their respective base claim. As indicated above, claims 23, 
34, and 41 are patentably allowable, so claims 24, 27-33, 35-39, 42-45, 48, and 50 are 
patentably allowable for at least the same reasons as claims 23, 34, and 41. 



In light of the foregoing amendments and remarks, this application is considered to be 
in condition for allowance, and early passage of this case to issue is respectfully requested. If 
necessary to effect a timely response, this paper should be considered as a petition for an 
Extension of Time sufficient to effect a timely response, and please charge any deficiency in 
fees or credit any overpayments to Deposit Account No. 05-01 50. 



Conclusion 



Respectfully submitted, 



Date: April 8, 2008 



/Norman Morales/ 



Squire, Sanders & Dempsey L.L.P. 
One Maritime Plaza 
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San Francisco, CA 94111 
Facsimile (415) 393-9887 
Telephone (415) 393-09857 
nmorales@ssd.com 



Norman Morales 
Attorney for Applicant 
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